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DETAILED ACTION 

This office action is in response to communication filed October 10, 2003. Claims 1-34 
are pending. 

Claim Rejections - 35 USC §101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or any new and useful 
improvement thereof may obtain a patent therefor, subject to the conditions and requirements of this title. 

Claims 1-34 are rejected under 35 U.S.C. 101 because the claimed invention is directed 
to non- statutory subject matter. 

35 U.S.C. 101 defines four categories of inventions that Congress deemed to be the 
appropriate subject matter of a patent: processes, machines, manufactures and compositions of 
matter. The latter three categories define "things" or "products" while the first category defines 
"actions" (i.e., inventions that consist of a series of steps or acts to be performed). See 35 U.S.C. 
100(b) ("The term process' means process, art, or method, and includes a new use of a known 
process, machine, manufacture, composition of matter, or material."). The claims must (1) be 
tied to another statutory class (such as a particular apparatus) or (2) transform underlying subject 
matter (such as article or materials) to a different state or thing. Since none of these 
requirements is met by the claims, the method is not a patent eligible process under § 101 and is 
rejected as being directed to non-statutory subject matter. (See MPEP section 2106). 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 
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Claims 21-22 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. Claim 21 recites wherein the marketing fee is determined according to a 
standardized approach according to a merchant classification, i.e. SIC (Standard Industrial 
Classification). The SIC is codes for identifying goods or services for purpose of categorization 
and does not provide any standard or rules for determining a marketing fee, therefore, it is 
unclear how applicant determines the marketing fee according to the standard. 

Claim 20 recites the limitation "receiving marketing services is free of direct involvement 
by a holder of the EFT terminal account ". There is insufficient antecedent basis for this 
limitation in the claim. 

Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this countr) , more than one year prior to the date of application for patent in the United States. 

Claims 1-20, 25-31 and 33 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Masi et al. US 6,105,001. 

Regarding claims 1, 5-8, Masi teaches registering a card of a cardholder; registering a 
merchant identification number of a participating merchant; monitoring for use of the registered 
card at the participating merchant for transacting a purchase of goods or services in a transaction 
amount; and dispersing a commission fee based upon the transaction amount to a marketer of the 
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participating merchant's goods and services; wherein monitoring for use of the card is performed 
without direct involvement by the participating merchant; wherein dispersing the commission fee 
is performed without direct involvement by the participating merchant; distributing a portion of 
the commission fee to the marketer as compensation for causing the registration of the card; 
distributing a portion of the commission fee to the marketer as compensation for causing the 
registration of the merchant identification number (col. 2 lines 13-36, col. 3 lines 20-40). 

Regarding claims 2-4, Masi teaches determining a marketing fee in proportion to the 
transaction amount; determining a refund amount from the marketing fee based upon 
the transaction amount; deducting the refund amount from the marketing fee; and 
transferring the refund amount to the cardholder determining the commission fee from the 
marketing fee based upon the transaction amount; deducting the commission fee from the 
marketing fee; and transferring the commission fee to the marketer (see col. 3 lines 20-40). 

Regarding claims 9-12, Masi teaches distributing a portion of the commission fee to a 
different marketer as compensation for causing the registration of the card; dispersing a usage fee 
to an account of different marketer for use of the registered card; wherein the marketer is 
recruited, trained and motivated by a marketing team having at least three levels of members, 
and dispersing the commission fee further comprises: distributing a portion of the marketing fee 
to the marketing team (see col. 4 lines 4-67). 

Regarding claim 13 Masi teaches wherein the registered card is selected from the group 
consisting of a branded credit card, a branded debit card, a branded stored-value card, and a 
proprietary debit card (see col. 1 lines 49-61). 



Application/Control Number: 10/607,677 Page 5 

Art Unit: 3622 

Regarding claim 14, Masi teaches wherein the registered card is used to transact a 
purchase of goods having a price reduction, dispersing a portion of the price reduction to a 
marketer as compensation for causing the registration of the card (see col. 3 line 20 to col. 4 line 
56). 

Regarding claim 15, Masi teaches wherein the registered card is used to transact a 
purchase of goods having a price reduction, and further comprising: dispersing a portion of the 
price reduction to the marketer as compensation for causing the registration of the merchant 
identification number (see col. 3 line 20 to col. 4 line 56). 

Regarding claim 16, Masi teaches wherein the registered card is used to transact a 
purchase of goods having a price reduction; dispersing a portion of the price reduction to the 
cardholder as a refund for transacting the purchase of goods having the price reduction, 
(see col. 3 lines 14-40, col. 5 lines 10-23). 

Regarding claims 17-20, Masi teaches registering a merchant identification number; 
accepting a registered card for transacting a purchase of goods or services in a transaction 
amount; receiving payment of the transaction amount; and paying a marketing fee based upon 
the transaction amount for a transaction made with the registered card in which the marketing fee 
is used in compensating a marketer who caused the registration of the merchant identification 
number; wherein paying the marketing fee is performed without direct involvement by a holder 
of the merchant identification number or the EFT terminal account; receiving marketing services 
performed by the marketer in exchange for payment of the marketing fee (see col. 3 line 14 to 
col. 4 line 14, col. 5 lines 23-67). 
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Regarding claim 25 Masi teaches wherein the registered card is selected from the group 
consisting of a branded credit card, a branded debit card, a branded stored-value card, and a 
proprietary debit card (see col. 1 lines 49-61). 

Regarding claim 26, Masi teaches wherein the marketing fee is further used in 
compensating a different marketer who caused the registration of the registered card (see col. 4 
lines 15-56). 

Regarding claim 27, Masi teaches wherein the registered card is used to transact a 
purchase of goods having a price reduction, and further comprising: paying the price reduction in 
which a portion of the price reduction is subsequently dispersed to a different marketer as 
compensation for causing the registration of the card (see col. 3 line 20 to col. 4 line 56). 

Regarding claim 28, Masi teaches wherein the registered card is used to transact a 
purchase of goods having a price reduction, and further comprising: paying the price reduction in 
which a portion of the price reduction is subsequently dispersed to the marketer as compensation 
for causing the registration of the merchant identification number (see col. 3 line 20 to col. 4 line 
56). 

Regarding claim 29, Masi teaches wherein the registered card is used to transact a 
purchase of goods having a price reduction, and further comprising: paying the price reduction in 
which a portion of the price reduction is subsequently dispersed to the cardholder as a refund for 
transacting the purchase of goods having the price reduction (see col. 3 lines 14-40, col. 5 lines 
10-23). 

Regarding claim 30, Masi teaches registering a plurality of debit cards each carrying a 
cash value; distributing the plurality of debit cards to a plurality of individuals; monitoring for a 
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transaction that reduces the cash value of any one of the plurality of debit cards; and dispersing a 
usage fee after the transaction to a marketer responsible for the registration of the plurality of 
debit cards (see col. 3 lines 14-40, col. 4 lines 15-56, col. 5 lines 23-53). 

Regarding claims 31 and 33, Masi teaches wherein the marketer receives the usage fee in 
exchange for causing the card distribution; registering a merchant identification number of a 
participating merchant; and dispersing a commission fee for transactions made at the 
participating merchant based upon the reduction in the cash value of the debit card to a different 
marketer responsible for registering the merchant identification number; (see col. 2 lines 14-36, 
col. 4 lines 15-56). 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 21-24, 32 and 34 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Masi further in view of Official Notice. 

Regarding claims 21-24, Masi teaches the Masi does not explicitly teach wherein the 
marketing fee is determined according to a standardized approach according to a merchant 
classification; wherein the merchant classification is standardized by an SIC coding system 
(based on type or class of products); wherein the marketing fee is negotiated on a merchant-by- 
merchant basis; determine if a registered card is used to transact the purchase as the registered 
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merchant, and the merchant can negotiate the marketing fee. Official notice is taken that is old 
and well know in the art of commerce, to pay service fee or commission based upon agreed 
terms and conditions of purchase previously made between both entities. Therefore, it would 
have been obvious to one of ordinary skill in the art at the time of the invention for the merchant 
to pay the marketer, a marketing fee, based on the agreement, a specified percentage or a flat 
amount per transaction or amount of the transaction or type of product purchased. 

Regarding claims 32 and 34, Masi does not explicitly teach wherein the individuals are 
employees of a business, and further comprising registering the business to distribute the debit 
cards to the employees; or wherein the individuals arc members of an affinity group, and further 
comprising registering the affinity group to distribute the debit cards to the members. Official 
notice is taken that is old and well know in the art of commerce for credit card entities to 
distribute credit or debit card to business or affinity group, to be used by the employees of the 
business or members of the affinity group. Therefore, it would have been obvious to one of 
ordinary skill in the art at the time of the invention for the credit card companies to provide the 
credit or debit card of Masi's to business or affinities in order to expand the use of the card and 
increase profit. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Yehdega Retta whose telephone number is (571) 272-6723. The 
examiner can normally be reached on 8-4:30. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eric Stamber can be reached on (571) 272-6724. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

YR 



/Yehdega Retta/ 

Primary Examiner, Art Unit 3622 



